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1 INTRODUCTION

1.1 To be of any worth, legal rights need the support of effective remedies.  However, there are great differences in how effectively and with what speed the various national court systems across Europe, administer justice.  

1.2 In this paper, I explain why the Intellectual Property Enforcement Directive No. 2004/48, ("the Directive"), is an inevitable and necessary step in the evolution of a common intellectual property system across Europe.  I will then examine some of the key provisions and discuss their likely impact on some of the major European jurisdictions.  Finally, I will offer some thoughts on what additional changes might occur in the future.

1.3 The Directive has been criticised as an unjustified restriction on both civil liberties and national sovereignity.  However, it is universally acknowledged that many litigants before European courts receive a slow and ineffective service.      
2 THE NEED FOR THE DIRECTIVE
2.1 Great strides have been made in achieving the harmonisation of the substantive intellectual property laws of the various Member States of the European Union, ("the EU"). So far this trend has led to the creation of the unitary property rights of the Community Trade Mark and the Community Design.  However, issues of infringement – but not necessarily those of the validity of - intellectual property rights have remained the domain of the individual national courts all of which employ their own particular style,  structure and domestic procedures. As such, the primary purpose of the Directive has been to set a minimum standard of performance for the various national systems.        

2.2 Essentially, the various European legal systems divide into two camps - the magisterial civil systems of France, Germany etc and the common law adversarial systems such as those of the UK and Ireland.  As a basic but not a universal rule, the common law systems provide far greater scope than do the civil systems for the cross examination of witnesses; the early exchange of party appointed expert reports and other statements; and the obligatory mutual disclosure by parties of relevant documents, including those documents that may detract from the case of the disclosing parties.  However, within these two camps, there are subtle differences.  For example,  pre action evidence preservation orders are already available off the French courts (the saisi contrefaçon) but at least prior to the Directive, this type of remedy was not granted in Germany.
2.3 As a result of these disparities between national procedures, intellectual property owners can find it far more difficult to enforce their rights in some Member States than in others.  Such an unsatisfactory situation flies in the face of the principle of a single market.  Moreover, since the EU operates an open borders policy within its territory, the success of anti infringement and anti counterfeiting campaigns to a large extent could be determined by how effective overall are the national legal systems.  Counterfeiters and infringers will seek out the weakest link in the chain.
2.4 The significance of the national courts has grown both as a result of the introduction of the unitary property rights of the Community trade mark and the Community design and the recent decisions by the European Court in such cases as GAT v. Luk1 and Primus v. Roche2 which have substantially curbed attempts by the likes of the Dutch courts to grant pan European wide injunctions.
2.5 The problem of disparate national legal systems has been compounded in recent years through the introduction of 10 new Member States in 2004 followed more recently, by the entry of Romania and Bulgaria.  As a result, the EU now consists of more than 450 million citizens spread across 27 Member States and 28 national legal systems.  All of these Member States are signatories to various treaties, most notably, TRIPs (The agreement on the trade related aspects of intellectual property systems), which also impose minimum standards for the administration of justice.
2.6 In its recitals, the Directive is heralded as being a crucial step in Europe's struggle against the growing menace of global counterfeiting and piracy.  This is a good reason for the enactment of the Directive but there is a broader problem.  Regardless of the threat posed by infringements, ordinary litigants across Europe, whether they be claimants or defendants, are entitled to expect (but often they do not receive), a comparable standard of justice regardless of the location of the Member State national court to where the dispute is referred.  Therefore, the Directive requires of the Member States some important changes – but it is only a step towards a much needed general improvement in national court procedures.            
3 THE SCOPE OF THE DIRECTIVE

3.1 The Directive sets out minimum civil enforcement standards by Member States for tackling the infringement of the national and Community intellectual property rights of Member States, Article 2.1.  The list of provisions in the Directive is not intended to be exclusive and it is open to Member States to implement measures which are even more beneficial for intellectual property rights holders.  It does not affect proceedings involving any types of dispute other than intellectual property infringements.    
3.2 The Commission's original proposal (30 January 2003) sought also the harmonisation of the criminal enforcement of intellectual property across the EU.  Constitutional questions as to the authority of the European Commission to propose criminal sanctions have long been points of contention and the UK Government among others, opposed the Directive being used to bring about such changes.  In its final version, the Directive states that it is not intended to affect national provisions relating to criminal procedures or penalties, Article 2.3 (c). Nevertheless, the Commission has now followed up the Directive with the publication of a range of proposals which would require Member States to strengthen criminal measures so as to tackle intentional infringements of intellectual property rights occurring "…on a commercial scale…".3
3.3 Also excluded from the effect of its provisions, are the Community's substantive intellectual property laws and any of the Member States' obligations under international obligations such as TRIPS, Article 2.3 (b).
3.4 Under Article 3 a general obligation is imposed on Member States to provide measures, procedures and remedies necessary to ensure the enforcement of the intellectual property rights.  Such measures, procedures and remedies shall be "…fair and equitable and shall not be unnecessarily complicated or costly, or entail unreasonable time-limits or unwarranted delays….". Until the various national courts (and presumably eventually, the ECJ), attempt to interpret this general and qualified obligation, its scope will remain open to question.    
4 The Key PROVISIONS
The Disclosure Of Evidence (Article 6)
4.1.1 Under this provision, the courts may,  at the request of parties which have presented "…reasonably available evidence sufficient to support.." their claims (presumably, that they have shown at least a prima facie case of infringement), order the disclosure of relevant evidence which the party has identified as being controlled by the other party.  The courts can require that such disclosure need only be made if the recipient enters into obligations of confidentiality or other measures are put in place to ensure that the evidence is kept confidential to the proceedings.  Equally, if the material capable of disclosure is voluminous, then the court can require that only a reasonable sample need be taken and deemed to be reasonable evidence.
4.1.2 In the case of suspected infringements carried out on a "commercial scale", then under Article 6 (2), the court may also order in addition to evidence relating to whether the alleged acts of infringements have occurred, the disclosure of banking, financial or commercial documents, subject to whatever conditions as to the preservation of confidentiality which the the court may impose.  
4.1.3 Recital 14 of the Directive defines "commercial scale" as acts carried out for direct or indirect economic or commercial advantage, which is termed as normally excluding acts done by end consumers acting in good faith.  What is not clear is the extent to which the Directive intends that courts can order the disclosure of such general commercial information (especially where the request is made prior to trial), about the alleged infringer even if such is not directly relevant to the alleged acts of infringement.  Certainly, in the UK and elsewhere, the courts are likely to be reticient about allowing the disclosure of general information about the size and nature of the alleged infringer's operations, unless such can be demonstrated to be relevant to the alleged acts of infringement.
4.1.4 In other Member States including but not limited to Germany and the Netherlands, the concept of mutual disclosure has not been recognised.  Accordingly, the impact of Article 6 will be far more significant in these countries than in the UK.  In particular in Germany, Article 6 and its sister provision Article 7, which deals with measures to preserve evidence, has been the subject of fierce debate over whether the legitimate interests of the defendants are adequately safeguarded by the draft implementing legislation.
Preserving Evidence (Article 7)
4.1.5 Perhaps the greatest variance between the Member States, has been in the extent to which the national courts would, if at all, grant orders before the commencement of proceedings (pre action) and often without notice to the other party being given (ex parte), requiring the disclosure and preservation of potentially relevant evidence coupled on occasions with orders allowing the seizure of material or the taking of samples.  
4.1.6 In the UK, such remedies are already available and in Belgium and France, there exists the prompt and effective pre action measure of the saisie-contrefaçon. Indeed, in Belgium, such orders have hitherto been granted without the standard safeguard of a cross undertaking in damages as would be the case in the UK, under which the applicant is required to provide the potential defendant with adequate compensation if the preservation eventually lapses, is revoked or infringement is eventually not established.  Moreover, in Belgium unlike in other countries, evidence seized under a saisi can be used in proceedings in other jurisdictions and accordingly, the requirement to follow up this pre action order with the commencement of proceedings, was hitherto satisfied in Belgium by issuing a related case of infringement in another jurisdiction.
4.1.7 Article 7 now proposes across the European Union measures which follow the saisi contrefaçon model but which are coupled with the array of safeguards commonly associated with the type of search and seizures orders granted in England.  Under the Directive, these safeguards will include cross undertakings in damages (Article 7.4); a requirement that where the order has been granted ex parte, the parties affected shall be given notice without delay and a return date with the court to review the matter, will have been set, (Article 7.1); the orders may be made subject to the applicant providing adequate security, (Article 7.2);  and there will be a requirement that proceedings be commenced within at least 20 working days of the grant of the order or, if longer, 31 calendar days, (Article 7.3).  Although unclear, it would appear that the proceedings will need to be instituted at least in the country which granted the pre action preservation order.
4.1.8 Article 7.1 is not prescriptive as to when these search and seizures orders may be granted ex parte.  It simply refers in similar terms to the usual caveat associated with English search and seizure orders, namely,  that they can be granted in particular where delay will cause irreparable harm to the rightholder or where there is a demonstrable risk that evidence will otherwise be destroyed.
4.1.9 For countries where such radical and extensive measures were not available to the national courts, Article 7 represents a very major development in favour of IP rightholders.  It is also significant to note that Article 7 is not confined to alleged infringers operating on a "commercial scale".
The Right To Further Information, (Article 8)

4.1.10 Subject to the right of self incrimination, the laws concerning the processing of data and any provisions preserving the confidentiality of information, where the alleged infringement is apparently occurring on a commercial scale, the court may in response to a justified and proportionate request by the claimant and before liability has been established, order the disclosure of information as to the origin and distribution networks of the alleged infringements.  Moreover, along the lines of the Norwich Pharamacal orders granted by the English courts, Article 8 provides that the order can be made against any third parties involved, even unwittingly, in the production, distribution or use of the infringing services and goods.  The information will also extend to the quantities and prices sold and the names and addresses of manufacturers, retailers, wholesalers etc.
4.1.11 This provision has now been introduced into Scotland by regulation 4 of the of the Intellectual Property (Enforcement etc) Regulations, 2006 No. 1028, the SI implementing the Directive into UK law, (" the Regulations").  The nature of the right is new to many other Member States and not just those where disclosure has been traditionally restricted and dependent on the claimant proving infringement.  
4.1.12 Unsurprisingly, Article 8 has proved controversial in Germany where in 2005 a number of claims aimed at forcing ISPs to disclose the identity of customers suspecting of making unauthorised downloads of music and films, failed on the grounds that such disclosure would offend the telecommunication laws.
Provisional & Precautionary Measures, (Article 9)

4.1.13 Under the same type of safeguards as for Articles 6 to 8, the judicial authorities under Article 9 are at the request of the applicant, empowered to grant an array of interim measures (i) to order the seizure or delivery up of suspected infringements and/or (ii) to restrain pending trial the alleged acts of infringement or alternatively to allow such acts subject to the lodging of guarantees intended to compensate the rightholder.  In the case of suspected infringements on a commercial scale, the judicial authorities are empowered by Article 9.2, to grant orders akin to the UK's freezing orders (formerly known as Mareva Orders) which will block bank accounts and otherwise prevent pending trial the disposal of the alleged infringer's assets.  Such freezing orders can be supported by orders requiring the disclosure of relevant banking and commercial information.  
Corrective Measures, (Articles 10 to 12)

4.1.14 Under Article 10, pursuant to a final judgment, Member States may in "…appropriate cases…", require at the expense of the infringer, order measures for the recall, removal or destruction of goods found to be infringement or the tools used in their manufacture.  Article 10 (3) requires the court before imposing such corrective measures, to consider both (i) the proportionality of the remedies as against the seriousness of the infringement and (ii)  the interests of third parties.
4.1.15 The power to grant final injunctions is contained in Article 11.
4.1.16 Significantly, under Article 12 the grant of both corrective measures under Article 10 and injunctions under Article 11 is potentially qualified even further in that at the request of infringers who have "…acted unintentionally and without negligence…",  the courts must consider whether rather than such measures, pecuniary compensation is paid instead in those cases where execution of the usual measures might cause the infringer disproportionate harm and the compensation route appears "…reasonably satisfactory…".      
Damages, (Article 13)

4.1.17 Recital 26 of the Directive claims that the aim is not to set up a regime allowing for the imposition of punitive damages.  However, the factors to be taken into consideration when assessing damages, are extremely broad.
4.1.18 Where the defendant knew or had reason to know that he was engaging in infringing activities, the damages shall be appropriate to the "actual prejudice" suffered by the claimant.  The court will take into consideration (a) any lost profits of the claimant, (b) any unfair profits made by the infringer, and in appropriate cases, (c) elements other than economic factors such as moral prejudice caused to the rightholder by the infringements.  As an alternative, the court can order payment of a sum equating to the royalties or fees which would have been payable if the infringer had sought consent to use the intellectual property.
4.1.19 Where the defendant did not know or did not have reason to know that he was engaging in infringing activities, the damages can be confined to the recovery of profits or the payment of "pre established" damages.  No guidance is given as to what is meant by "pre established".  Arguably, at least before the English courts, it will mean that which is apparent by the time that the trial on liability has taken place without there be a subsequent enquiry conducted on the issue of quantum.  
Recovery Of Legal Costs, (Article 14)

4.1.20 Reasonable and proportionate legal costs and other expenses incurred by the successful party shall as a general rule be borne by the unsuccessful party unless equity suggests otherwise.
Publication Of Judicial Decisions, (Article 15) 
4.1.21 Member States shall ensure that on the request of the claimant and at the expense of the infringer, the courts may grant an order requiring the dissemination of information about the judgment including its display and publication in full or in part.  It is notable that successful defendants are not given the right to seek an order requiring a failed claimant to publish the court's decision.                               
5 IMPLEMENTATION & LIKELY IMPACT ACROSS EUROPE
5.1 The deadline for incorporating the Directive into national law was 29 April 2006 but nearly half of the Member States have still failed to implement the provisions.  However, in accordance with previous decisions of the ECJ, even in those countries which have yet to implement the Directive, some national courts have started to apply its provisions directly.  For example, in the Netherlands (in contrast to the UK where the losing opponent is expected as a general rule to pay a substantial proportion of the winner's legal costs), prior to the Directive, a successful party was usually only entitled, if at all,  to a small proportion of costs based on a formulaic points system.  Now that the deadline for implementation has based, despite the Netherlands having not yet enacted the Directive into national law, the Dutch courts are already applying at least the costs provisions of the Directive.
England & Wales   
5.1.1 On 29 April 2006, the Directive was brought into force in the UK (i.e. in Scotland and Northern Ireland as well as in England & Wales), through the enactment of the Regulations. The position of the DTI is that with regard to most of the provisions of the Directive,  no specific implementation is required as the remedies are already available in the various UK jurisdictions.

5.1.2 In respect of evidence gathering and precautionary measures (Articles 6 to 9), only minor amendments have had to be made to the UK's existing procedures.  For example, more by way of clarification of existing powers of the Court rather than anything new, with effect from 6 April 2006, Part 25 of the Civil Procedure Rules was altered (i) to include Rule 25.1.(p) to provide for an order made under Article 9 of the Directive allowing the continuation of an alleged infringement on condition that the alleged infringer lodges certain guarantees and (ii) to provide that when any interim measures are granted prior to commencement of the proceedings, the Court shall be required to give directions that the claim be commenced.4
5.1.3 The CPR is also due to be amended to allow under Article 15, the publicity at the infringer's expense of any judicial decisions.
5.1.4 There has been some debate as to whether Articles 10 to 12 have brought about significant changes to how English courts have previously granted injunctions to successful claimants in infringement proceedings.  However, injunctions are an equitable, discretionary remedy and while usual, they have never been automatic.  For instance, claimants can be refused on grounds of laches, acquiescence or estoppel.  Moreover, it is well established law that injunctions will be refused in substitution for damages if the remedy would be oppressive to the defendant.  In the recent case of Navitaire v. easyJet Airline Co Ltd [EHCR - 11 March, 2005], Mr Justice Pumfrey interpreted "oppressive" as being where the grant of the injunction would be grossly disproportionate to the right protected – something fairly akin to Article 12. 
5.1.5 In dealing with the issue of damages, the DTI has avoided any attempts at a translation of Article 13 and instead under regulation 3 of the Regulations it has simply adopted a copy out approach.  The DTI candidly acknowledges that the Directive contains some undefined and unclear terms (e.g. "actual prejudice" and "moral prejudice" in those provisions dealing with the assessment of damages), which will no doubt be subject to eventual scrutiny and interpretation by the courts and thereby attract greater definition and clarity.

5.1.6 An important change has been the amendment of section 25 (4) of the Trade Marks Act (the equivalent provision of which for patents is section 68 of the Patents Act), which had prohibited the recovery of damages prior to the registration of a registrable transaction e.g. an assignment or exclusive licence.  The UK Government has concluded that such an absolute prohibition was incompactible with Article 13 (1).  Instead, now the penalty on successful claimants for failing to register transactions, will probably be even more severe since regulation 17 provides that failure to record a transaction within the six months period will lead to the claimant being unable to claim any legal costs from the defendant.
5.1.7 A further change in respect of damages (apart from the general confusion as to what will constitute "…unfair profits made by the infringer…" or non economic factors such as "…moral prejudice caused to the rightholder…"), is how it would appear that claimants now will no longer be required to elect whether they are seeking an account of profits or, instead, damages.    

5.1.8 It follows that the changes with regard to damages might be significant.  However, the actual extent to which the Directive has broadened the possible heads of damages available before the English courts, will have to await subsequent decisions.

France
5.1.9 The Directive is not yet implemented in France.  Many actions pre commencement begin with the grant of a saisi-contrefaçon for the preservation of tangible evidence, proceedings need currently to be begun within 15 days.  However, interim precautionary measures are uncommon and thus the introduction of  ex parte orders under Article 9 represents amajor departure. Moreover, as mentioned above, the right to further information under Article 8 is a new concept under French law.

5.1.10 Under the existing system, the basis for assessing damages is limited.  The broader scope of Article 13 will allow the French courts to carry out an enquiry into the profits made by the defendant and account to these to the claimant.

5.1.11 Hitherto only limited costs were payable to successful claimants – generally less than € 18,000.  Article 14 should allow for greater awards.
Germany

5.1.12 Previously, section 809 of the German Civil Code has been interpreted narrowly permitting only limited disclosure and certainly making the interim collection of evidence very difficult.  However, although the Directive has not yet been implemented, the Courts have started to grant broader disclosure orders.

5.1.13 Currently, disclosure can only be obtained from defendants so Article 8 marks a major development.
5.1.14 Damages under German law are broader than those under French law but the Directive has as in the UK, probably expanded the heads for assessing quantum.

5.1.15 Currently recoverable costs are limited to a relatively low statutory tariff so Article 14 should allow for greater awards.
The Netherlands

5.1.16 As with Germany, hitherto the scope for disclosure was very limited so the Directive will mark a significant departure from this position.  Equally, as mentioned above the general rule on costs, had been that each party "went Dutch".
6 LOOKING TO THE FUTURE

6.1 The Directive is undoubtedly a highly useful tool in the struggle against counterfeiting. However, major differences in the procedures of the court systems of the individual Member States, will still persist. 
6.2 For example, in England, we are fortunate to have specialist IP courts and technically proficient specialist judges.  The Directive does not call for the introduction of the same across Europe, however, countries such as Italy are aiming to set up such courts.
6.3 Equally, in England unlike in Germany and other countries, issues of validity can usually be heard by the same court as is examining the issue of infringement.     
6.4 Other particular concerns not addressed by the Directive, are the great time interval in some countries (e.g. but not exclusiively Belgium and Italy) from the commencement of proceedings to bringing cases to a full trial.  The Directive does not call for the type of streamlined procedures as recently introduced in the UK albeit it does stop the practice in some countries of there being months of delay between the pre action preservation order and the commencement of proceedings.
6.5 Recognition of these differences between the various court systems, will continue to form a central plank to anti infringement and cross border litigation strategies. 
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